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I. The Examiner asserts that a reference teaching a message with only one attribute 
anticipates a claim reciting a message with two distinct attributes. 

The claim language recites a message having two attributes: it is either new or old and it 
either has or has not had a notification cleared. The Examiner finds the claims anticipated by the 
Helfman reference, which, by the Examiner's own description, teaches a message with only one 
attribute: it is either new or old. In describing the teaching of the Helfman reference, the Examiner 
states: 

A notification involves relaying to the user the presence of new and unread email messages. 
Once this notification has occurred and the messages are not considered new or unread, the 
notification can be determined to be clear. {Examiner s Answer, p. 10, lines 8-11), 

Once the notification status has been cleared, the responsibility of notifying the user that an 
email message is new and unread is alleviated and this email message then becomes an old 
and previously read message instead of having a new and unread message status. 
(Examiner's Answer, p. 10, lines 16-19). 

Once the messages have been read, and are therefore not new, the notification status would 
be cleared and these messages would be placed in a respective area of the display indicating 
the messages that have had the notification status cleared and does not require further 
notification to the user of these messages. {Examiner's Answer, p. 11, lines 3-6). 

Thus, by the Examiner's own description of the Helfman reference, notification is given of a message 

that is new and the notification is cleared by reading the message. 

In contrast, the claim recites listing messages that are new and for which a notification has 

not been cleared. Not listed are messages that are new, but for which a notification has been cleared. 

The Examiner continues to improperly find anticipation of a claim reciting a message with two 

distinct attributes (new/old; notification cleared/not cleared) in a reference teaching a message with 

only one attribute (new/old). 
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II. The Examiner asserts that a reference teaching a list of mailboxes with a summary of 
the status of messages in each mailbox anticipates a claim reciting a list of message 
notifications. 

On page 12, lines 2-6, the Examiner asserts: 

The second column in section 40 of Figure 3 A indicates a listing of the messages that have 
been unread and new as indicated by the column title "unread/tot", the unread messages 
having the classification of messages that have not had a notification status cleared and this 
being a listing of message notifications. 

The Examiner's description of what is shown in section 40 of Figure 3 A is contrary to the 

description in the Helfman reference: "Window 40 lists the existing mailboxes, and selected data 

about them." {Helfman, col 5, lines 26-27). Furthermore, the column of section 40 relied upon by 

the Examiner, titled "unread/tot," does not present a listing of message notifications, as recited in the 

claims, but rather a summary of the status of messages in a mailbox. 



III. The Examiner asserts that a reference teaching rules for the placement of messages in 
mailboxes anticipates a claim reciting selecting a functionality to manipulate a 
particular message notification. 

Claim 2 recites manipulation of a selected message notification by selecting a functionality 
from a plurality of options. That is, the user is permitted to select a particular notification from a list 
of message notifications and is presented with a plurality of optional functions to perform on the 
selected notification. In support of the alleged anticipation of Claim 2 by the Helfman reference, the 
Examiner states: 
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The options referred to by Helfman are used for determining the placement of message 
notifications. ... In one example, ... [a] specification of a field would allow for the message 
notifications to be placed in an associated mailbox. Therefore there are options given to the 
user and variable means through which message notifications are determined and placed in 
the display for the user to access. (Examiner's Answer, /?. 12, lines 9-20). 

First, the Helfman reference describes placing messages in mailboxes, not message notifications, as 

asserted by the Examiner. Second, the Helfman reference teaches creating rules for sorting messages 

into mailboxes upon their arrival. It does not teach selecting a message notification from a list of 

such notifications and being presented with a plurality of options for functions with which to 

manipulate the selected notification, as recited in the claims. 
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CONCLUSION 



The Appellant has demonstrated that the present invention as claimed is clearly 
distinguishable over the prior art cited of record. Therefore, the Appellant respectfully requests that 
the Board of Patent Appeals and Interferences reverse the final rejection of the Examiner and instruct 
the Examiner to issue a notice of allowance of all claims. 

The Commissioner is hereby authorized to charge any additional fees connected with this 
communication or credit any overpayment to Munck Butrus Deposit Account No. 05-0208. 
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